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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of Z7 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- ff the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C, § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 28 October 2002 . 
2a)!EI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Bx parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1,12-15 and 17-38 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1,13-15,17,18, 25-2$, 30.31, 37 and 38 is/are rejected. 

7) [El Claims 12. 19-24, 29, 32-36 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 , 121 (d). 

1 1) Q The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)ElAII b)D Some*c)D None of: 

1.0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. £3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic, priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attach ment(s) 

1) S Notice of References Cited (PTO-892) 4) O Interview Summary (PTCM13) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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Claim 12 is objected since correction of "ther of at the end of claim 12 to 
"thereof is needed. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 25 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The recited average molecular weight in claim 25 is indefinite in not specifying a 
particular average molecular weight such as number average molecular weight or 
weight average molecular weight. 

Applicant asserts that the MW of polyoxyalkylene polyol is shown as a number 
average molecular weight unless otherwise stated and is determined by end (hydroxyl) 
group analysis. Additional papers submitted by applicant show said end (hydroxyl) 
group analysis. However, the instant specification is silent as to said end (hydroxyl) 
group analysis and there is.no universal rule to use said end (hydroxy!) group analysis 
for polymers having hydroxyl end groups. In fact, any method can be used in 
measuring various average molecular weights as evidenced by the attached copy 
(pages 32-33) of Polymer Science Dictionary, 2 nd edition by Mark Alger, 1989. Also, 
contrary to applicants statement, the attached copy of the catalog of Aldrich Chemical 
Company (1988) shows polyoxyalkylene polyol with a weight average molecular weight 
(M.W.). The polyoxyalkylene polyols of Aldrich Chemical Company seem to be 
appeared in table 8 of the submitted Encyclopedia of Poly. Sci, & Eng. Thus, said table 
8 shows a weight average molecular weight, not a number average molecular weight 
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suggested by applicant since applicant states that the MW of polyoxyalkylene polyol is 
shown as a number average molecular weight unless otherwise stated. See table 2 of 
the art of record US 5,162,420 showing different average molecular weights, and Ex 
parte Simpson . 61 USPQ2d 1009 (BPAI 2001). 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



Claims 1,13, 17, 18, 26-28, 30, 31, 37 and 38 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Gamon et al (US 4,816,506). 

Gamon et al teach an aqueous dispersion comprising polydiorganosiloxanes 
having hydroxy! groups in the terminal units which meet the instant polymer having at 
least one terminal group and an emulsifier at col. 6, lines 15-24. Employing other 
additives and an acid pH such as pH 5 are taught in abstract and at col. 5. Emulsion 
(A)(1) at col. 6, lines 15-25 contains more than 60 wt.% of polydiorganosiloxanes having 
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hydroxyl groups in the terminal units, and example 3 teaches a silicone resin and a solid 
polymer content of over 60 % by weight. Thus, the instant invention lacks novelty. 

Claims 17, 37 and 38 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Gaa etai (US 4,567,228). 

Rejection is maintained for reason of record and following response. 

The instant claims do not require at least 60% by weight of a polymer having at 
least one terminal group contrary to applicant's assertion. The term "pendant and 
lateral" encompasses terminal groups as taught by Gaa et al, col. 6, lines 39-40. 

Claims 13-15, 17, 37 and 38 are rejected under 35 U.S.C. 103(a) as obvious 
over Gaa et al (US 4,567,228). 

Rejection is maintained for reason of record and following response. 

The instant claims do not require at least 60% by weight of a polymer having at 
least one terminal group contrary to applicant's assertion. The term "pendant and 
lateral" encompasses terminal groups as taught by Gaa et al, col. 6, lines 39-40. Gaa et 
al also teach employing emulsifiers if needed at col. 12, lines 46-47, and other film- 
forming resins at col .24, lines 36-47. The polymer contents shown in tablel are less 
than 60% as pointed out applicant, however, Gaa et al teach an adjustment of the solid 
content at col. 28, lines 62-64. 

It would have been obvious to one of ordinary skill in the art at the time of the 
instant invention to obtain an aqueous dispersion having a solid polymer content of 60% 
by weight comprising a polymer having at least one terminal group, a film-forming resin 
and an emulsifier in Gaa et al since Gaa et al teach such modification as discussed 
above absent showing otherwise. 
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Claim 17 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Vogt-Birnbrich et al (US 5,760,123). 

Rejection is maintained for reason of record and following response. 
Vogt-Birnbrich et al teach a small quantity of HOSi groups at col. 3, lines 29-30 which 
meets the invention. 

Claims 13-15 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Chang etal (US 5,162,420). 

Rejection is maintained for reason of record and following response. 

Chang et al teach a total organic resin solids content of greater than at least 50% 
by weight and employing any compatible resin at col. 6, lines 8-47 which meets the 
invention. Polymers of examples contain at least some terminal silanol groups since a 
random polymerization is taught. 

Claims 12, 19-24, 29 and 32-36 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Pat 6,313,335 teaches an aqueous dispersion of silane- 
terminated polyurethane and polyether throughout the patent (see col. 8, lines 10-36). 
Said dispersion has solids content of 3 to about 60 wt% (col. 1 1 , lines 61-64), but it also 
contains other solid components since such practice is taught at col. 8, lines 10-36. 
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Therefore, the instant aqueous dispersion comprising at least 60% by weight of a 
silane-terminated polymer would not be obvious to one skilled in the art. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is fifed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (703) 308- 
2389. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (703) 306-2777. The fax phone 
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number for the organization where this application or proceeding is assigned is (703) 
872-9310. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 
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